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DETAILED ACTION 
Drawings 

1 . The drawings are objected to as failing to comply with 37 CFR 1 .84(p)(4) 
because reference character "304" has been used to designate both memory device 
and radio receiver. Corrected drawing sheets in compliance with 37 CFR 1.121(d) are 
required in reply to the Office action to avoid abandonment of the application. Any 
amended replacement drawing sheet should include all of the figures appearing on the 
immediate prior version of the sheet, even if only one figure is being amended. Each 
drawing sheet submitted after the filing date of an application must be labeled in the top 
margin as either "Replacement Sheet" or "New Sheet" pursuant to 37 CFR 1.121(d). If 
the changes are not accepted by the examiner, the applicant will be notified and 
informed of any required corrective action in the next Office action. The objection to the 
drawings will not be held in abeyance. 

2. The drawings are objected to because Figure 7 is unreadable. Corrected 
drawing sheets in compliance with 37 CFR 1.121(d) are required in reply to the Office 
action to avoid abandonment of the application. Any amended replacement drawing 
sheet should include all of the figures appearing on the immediate prior version of the 
sheet, even if only one figure is being amended. The figure or figure number of an 
amended drawing should not be labeled as "amended." If a drawing figure is to be 
canceled, the appropriate figure must be removed from the replacement sheet, and 
where necessary, the remaining figures must be renumbered and appropriate changes 
made to the brief description of the several views of the drawings for consistency. 
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Additional replacement sheets may be necessary to show the renumbering of the 
remaining figures. Each drawing sheet submitted after the filing date of an application 
must be labeled in the top margin as either "Replacement Sheet" or "New Sheet" 
pursuant to 37 CFR 1.121(d). If the changes are not accepted by the examiner, the 
applicant will be notified and informed of any required corrective action in the next Office 
action. The objection to the drawings will not be held in abeyance. 

3. In addition to Replacement Sheets containing the corrected drawing figure(s), 
applicant is required to submit a marked-up copy of each Replacement Sheet including 
annotations indicating the changes made to the previous version. The marked-up copy 
must be clearly labeled as "Annotated Sheets" and must be presented in the 
amendment or remarks section that explains the change(s) to the drawings. See 37 
CFR 1.121(d)(1). Failure to timely submit the proposed drawing and marked-up copy 
will result in the abandonment of the application. 

Claim Objections 

4. Claim 14 is objected to under 37 CFR 1.75(c), as being of improper dependent 
form for failing to further limit the subject matter of a previous claim. Applicant is 
required to cancel the claim(s), or amend the claim(s) to place the claim(s) in proper 
dependent form, or rewrite the claim(s) in independent form. This claim mixes statutory 
classes and fails the infringement test in MPEP 608.01 (n) as being an improper 
dependant claim. A CD-ROM having instructions to perform the method step would 
infringe claim 14, but not the method claim since the CD-ROM itself only stores steps, it 
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does not perform them. Mere possession of such a CD-ROM would infringe claim 14, 
but not the associated method claim. 

Claim Rejections - 35 USC § 102 

5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

6. Claims 1, 2, 4, 5, 8-10, 14-17, 19, 21- 26, 29, 33-35, and 37 are rejected under 
35 U.S.C. 102(e) as being anticipated by Barnett (U.S. Patent No. 6,321,208). 

Barnett shows a method and system for downloading advertisements and selectively 
displaying them in an offline environment that includes all of the limitations as recited in 
the above claims. 

7. Regarding claims 1,2,4, and 14, Barnett teaches a computer readable medium 
and method for: connecting to a remote network (Column 7, Lines 2-5), requesting 
information from the remote network (Column 7, Lines 2-5), receiving user-requested 
advertising information from the remote network (Column 8, Lines 23-25 and 29-33), 
storing the received information in a memory location (Column 8, Lines 29-33), and 
selectively displaying stored information while disconnected from the remote network 
(Column 9, Lines 26-28). Examiner considers Barnett's coupons to be advertisements. 
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8. Regarding claim 5, Barnett teaches a method of compiling keywords and an 
associated index for referencing the information received from the network and stored in 
the memory location (Column 10, lines 5-13). Examiner considers the name of each 
category and subcategory to be a keyword that can be associated with each coupon. 
Due to the program's ability to return coupons according to selectable keyword criteria, 
a keyword index is inherent. 

9. Regarding claims 8-10, Barnett teaches a method of monitoring a user's actions 
which includes: comparing words displayed on the electric display with words in a 
keywords index (Column 10, Lines 18-21), and recalling from a memory location 
information associated with the keywords index when a word on the electronic display 
matches a word in the keywords index (Column 10, Lines 22-24). Due to the program's 
ability to return coupons according to selectable keyword criteria, a keyword index is 
inherent. 

10. Regarding claims 15-17, and 19, Barnett teaches an electronic display device 
comprising: means for coupling to an internet network and receiving advertising 
information to be selectively displayed (Column 8, Lines 52-55), a memory having 
stored therein the received information to be selectively displayed (Column 8, Lines 60- 
64), a display for displaying the received information to be selectively displayed stored 
in memory (Column 8, Line 57), and means for (computer processor) monitoring actions 
of a user to select which received information it to be displayed (Column 8, Line 57). 
Examiner considers a computer processor to be a memory reader. 
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1 1 . Regarding claim 21 , Barnett teaches a memory having stored therein a keywords 
index (Column 10, Lines 5-13) and a means for monitoring that utilizes the keywords 
index to select the information to be displayed (Column 10, Lines 18-24). Examiner 
considers the name of each category and subcategory to be a keyword that can be 
associated with each coupon. Due to the program's ability to return coupons according 
to selectable keyword criteria, a keyword index is inherent. 

12. Regarding claim 22, Barnett teaches a server comprising: means for coupling to 
an electronic display device via a network (Column 6, Lines 66-67, and Column 7, Lines 
1-5), means for providing information to be selectively displayed on the electronic 
device (Column 6, Lines 66-67, and Column 7, Lines 1-5), and means for providing a 
keywords index to the electronic display device (Column 8, Lines 2-5, and Column 10, 
Lines 5-24). Examiner considers the name of each category and subcategory to be a 
keyword that can be associated with each coupon. Due to the program's ability to 
return coupons according to selectable keyword criteria, a keyword index is inherent. 

13. Regarding claim 23, Barnett teaches a method implemented by a server for 
receiving a request for information from a display device via a network (Column 6, Lines 
66-67, and Column 7, Lines 1-5), providing advertising information to a display device 
(Column 6, Lines 66-67, and Column 7, Lines 1-5), and providing a keywords index to 
the display device (Column 8, Lines 2-5, and Column 10, Lines 5-24). Examiner 
considers the name of each category and subcategory to be a keyword that can be 
associated with each coupon. Due to the program's ability to return coupons according 
to selectable keyword criteria, a keyword index is inherent. 
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14. Regarding claim 24, Barnett teaches a method implemented by a server for 
receiving a request for information from a display device via a network (Column 7, Lines 
62-67), comparing words in the requested information with words in a keywords index to 
identify targeted advertising info (Column 7, Lines 62-67), providing the requested 
information (coupon management program) for display (Column 8, Lines 2-5), and 
providing the identified targeted advertising information for display (Column 9, Lines 54- 
56). 

15. Regarding claims 25 and 26, Barnett teaches a method implemented by an 
electronic display device for receiving an indication from a user to display information 
(shopping list) stored in memory, displaying the information in accordance with the user 
indication (Column 10, Lines 18-21), identifying at least one targeted advertisement 
stored in memory using a keyword index to correlate at lease one word from the 
information with one targeted advertisement (Column 10, Lines 22-24), and displaying 
the targeted advertisement (Column 10, Lines 22-24). 

16. Regarding claim 29, Barnett teaches a computer readable medium having 
computer-executable instructions for: connecting to a remote network (Column 7, Lines 
2-5), requesting information from the remote network (Column 7, Lines 2-5), receiving 
information from the remote network (Column 8, Lines 23-25 and 29-33), receiving a 
keywords index from the remote network and compiling a listing of words and an 
associated index for referencing the received information (Column 10, lines 5-13), 
storing the received information in a memory location (Column 8, Lines 29-33), 
monitoring actions of the user involving the comparing of words displayed on the screen 
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with words in a keywords index (Column 10, Lines 18-24), and selectively displaying 
stored information while disconnected from the remote network (Column 9, Lines 26- 
28). Examiner considers the name of each category and subcategory to be a keyword 
that can be associated with each coupon. Due to the program's ability to return 
coupons according to selectable keyword criteria, a keyword index is inherent. 

17. Regarding claims 33-35, Barnett teaches an advertising display apparatus 
comprising: an external data receiver (modem) (Column 8, Lines 52-55), a memory 
device (hard disk drive) (Column 8, Lines 63-64), a memory data extractor (processor) 
(Column 10, Line 57), a display device (Column 10, Line 57), and a connector port 
(Column 8, Lines 52-55). Due to the display data being stored on a hard disk drive, it is 
an inherent feature that the display data is embodied as magnetic media. 

1 8. Regarding claim 37, Barnett teaches a method for displaying advertising indicia 
comprising: providing indications of advertising data to be displayed (Column 6, Lines 
66-67, and Column 7, Lines 1-5), storing the indications provided (Column 8, Lines 29- 
33), and selectively extracting and displaying the indications (Column 9, Lines 26-28 
and Column 10, Lines 18-24). 

Claim Rejections - 35 USC § 103 

19. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not Identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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20. Claims 3, 6, 7, 11-13, 18, 27, 28, and 30-32 are rejected under 35 U.S.C. 
103(a) as being unpatentable over Barnett (U.S. Patent No. 6,321,208) in view of 
De Rafael (U.S. Pub. No. 2002/0116256). 

21 . Regarding claim 3. Barnett teaches advertising information that includes a 
keywords index and at least one advertisement, but doesn't specify an advertising 
summary. Barnett shows the advertisements being returned in a list format (Column 10, 
Lines 5-24) and it is well known that when a list of items is displayed for selection, each 
item will have some type of summary information associated with it to aid in the 
selection process. De Rafael teaches an advertising database that allows the user to 
select an advertisement for viewing from a list of advertisements by displaying a list of 
titles and an accompanying descriptive phrase (Paragraph 0012). It would have been 
obvious to one having ordinary skill in the art at the time the invention was made to 
include an advertising summary into Barnett's invention. This would allow users to have 
a better understanding of the advertisement they are about to select. 

22. Regarding claims 6 and 7, Barnett teaches the displaying of user requested 
information, performing a keywords search (Column 10, Lines 18-24), and displaying an 
advertisement. Barnett doesn't specify an advertising summary. Barnett shows the 
advertisements being returned in a list format (Column 10, Lines 5-24) and it is well 
known that when a list of items is displayed for selection, each item will have some type 
of summary information associated with it to aid in the selection process. De Rafael 
teaches an advertising database that allows the user to select an advertisement for 
viewing from a list of advertisements by displaying a list of titles and an accompanying 
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descriptive phrase (Paragraph 0012). It would have been obvious to one having 
ordinary skill in the art at the time the invention was made to include an advertising 
summary into Barnett*s invention. This would allow users to have a better 
understanding of the advertisement they are about to select. 

23. Regarding claims 11-13 and 30-32, Barnett teaches an input device for selecting 
and displaying advertisements (Column 8, Lines 55-56). Barnett doesn't specify an 
advertising summary. Barnett shows the advertisements being returned in a list format 
(Column 10, Lines 5-24) and it is well known that when a list of items is displayed for 
selection, each item will have some type of summary information associated with it to 
aid in the selection process. De Rafael teaches an advertising database that allows the 
user to select an advertisement for viewing from a list of advertisements by displaying a 
list of titles and an accompanying descriptive phrase (Paragraph 0012). It would have 
been obvious to one having ordinary skill in the art at the time the invention was made 
to include an advertising summary into Barnett's invention. This would allow users to 
have a better understanding of the advertisement they are about to select. 

24. Regarding claim 18, Barnett doesn't specify an advertising summary. Barnett 
shows the advertisements being returned in a list format (Column 10, Lines 5-24) and it 
is well known that when a list of items is displayed for sejection, each item will have 
some type of summary information associated with it to aid in the selection process. De 
Rafael teaches an advertising database that allows the user to select an advertisement 
for viewing from a list of advertisements by displaying a list of titles and an 
accompanying descriptive phrase (Paragraph 0012). It would have been obvious to one 
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having ordinary skill in the art at the time the invention was made to include an 
advertising summary into Barnett's invention. This would allow users to have a better 
understanding of the advertisement they are about to select. 

25. Regarding claims 27 and 28, Barnett teaches the receiving of an indication from 

a user to display details of an advertisement and the displaying of the details (Column 9, 
Lines 54-56). Barnett doesn't specify an advertising summary. Barnett shows the 
advertisements being returned in a list format (Column 10, Lines 5-24) and it is well 
known that when a list of items is displayed for selection, each item will have some type 
of summary information associated with it to aid in the selection process. De Rafael 
teaches an advertising database that allows the user to select an advertisement for 
viewing from a list of advertisements by displaying a list of titles and an accompanying 
descriptive phrase (Paragraph 0012). It would have been obvious to one having 
ordinary skill in the art at the time the invention was made to include an advertising 
summary into Barnett's invention. This would allow users to have a better 
understanding of the advertisement they are about to select. 

26. Claims 20 and 36 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Barnett (U.S. Patent No. 6,321,208) in view of Ferber (U.S. Pub. No. 
2002/0004746). 

27. Regarding claims 20 and 36, Barnett doesn't teach the use of a wireless 
connection in the method and system for downloading advertisements. Ferber teaches 
a wireless device for the delivery, storage, and sorting of advertisements (E-coupons) 
(Paragraph 0008). It would have been obvious to one having ordinary skill in the art at 
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the time the invention was made to use Ferber's wireless device as Barnett's display 
device. This would allow Barnett's invention to be used anywhere, and not in just one 
location. A radio receiver for receiving radio signals is an inherent feature in wireless 
portable user devices. 

Conclusion 

28. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

The following references are cited to further show the state of the art with respect 
to downloadable targeted advertisements: 

U.S. Patent No. 5,91 3,040 to Rakavy 

U.S. Pub. No. 2005/0005242 to Hoyle 

WO 01/69480 to Cho 

WO 00/63804 to Joo 
Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Michael Bekerman whose telephone number is (571) 

272- 3256. The examiner can normally be reached on Monday - Friday, 8:30 - 5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Eric W. Stamber can be reached on (571) 272-6724. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 

273- 8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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